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R
Office of the Controller GeMerat.of Patents 2
Bhoudhik Sampada Bhavan e "
S M Road, Antop Hills
Mumbai 400037

Dear Sir:

Sub: Review Comments on India Draft Manual of Patent Practice & Procedure 3rd
Edition 2008

We are grateful and humbled for being given the opportunity to work with the India
Patent Office to review the India Draft Patent Manual. We have studied the third
edition draft of the Manual of Patent Practice & Procedure’in detail and respectfully
submit these review comments for your consideration, marked herewith Annexure - A.
This third edition is a significant step in establishing guidance to patent examiners and
practitioners alike and we as an organization which respects IPRs, is confident that this
exercise will lead to beneficial results to the Patent Office as well as to all IP owners.

We look forward to working with the Controller General on this edition and future
revisions as they occur. Please contact us as and when needed for any further
clarification or discussion of our comments.

We would be honored to be of further service to the Office of the Controller General
and the Government of India in an ongoing conversation of Inteliectual Property
rights, policy, and practice in India.

Sincerely and respectfully,

\x—\\%

Rakesh Bakshi

Associate General Counsel

Legal & Corporate Affairs,

Microsoft Corporation India Pvt. Ltd.

Encl: As stated
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No. 12/35/2004-1PR-1I1
Government of India
Ministry of Commerce & Industry
Department of Industrial Policy & Promotion

Udyog Bhavan, New Delhi
Dated: 22/4/2008
To

The Controller General of Patents,
Designs and Trade Marks
Boudhik Sampada Bhavan

Near Antop Hill Head Post Office
S.M.Road, Antop Hill,
MUMBAI-400 037

FAX No.-9522-24123322

Subject: Review Comments on India Draft Manual of Patent Practice & Procedure
3" Edition 2008.

Sir,

I am directed to enclose a copy of letter received from Microsoft Corporation
(India) Pvt. Ltd. letter dated 14/4/2008 along with its enclosures on the subject cited above
and to request you to examine and furnish your Comments on the same to the Department
along with comments on all such representations.

(Vadali Rambabu)
Section Officer

Encl: As above.
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Micresoft

New Delhi
April 14, 2008
Shri N. N. Prasad
Joint Secretary - IPR
Department of Industry Policy & Promotion
Room No. 126-A, Udyog Bhavan

‘New Delhi - 110011

Dear Sir:

Sub: Review Comments on India Draft Manual of Patent Practice & Procedure 3rd
Edition 2008

We are grateful and humbled for being given the opportunity to work with the India
Patent Office to review the India Draft Patent Manual. We have studied the third
edition draft of the Manual of Patent Practice & Procedure in detail and respectfully
submit these review comments for your consideration, marked herewith Annexure - A. -
This third edition is a significant step in establishing guidance to patent examiners and
practitioners alike and we as an organization which respects IPRs, is confident that this
exercise will lead to beneficial results to the Patent Office as well as to all IP owners.

We look forward to working with the Controller General on this edition and future
revisions as they occur. Please contact us as and when needed for any further
clarification or discussion of our comments.

We would be honored to be of further service to the Office of the Controller General
and the Government of India in an ongoing conversation of Intellectual Property
rights, policy, and practice in india.

Sincerely and respectfully,

Rakesh Bakshi J/\; \ 7 ‘ s /
Associate General Counsel . qv f&vb A
Legal & Corporate Affairs, Q ) L ( CL
Microsoft Corporation India Pvt. Ltd. 00‘\‘\ \}\

!
Encl: As stated G 0\1

Registered Office: F-40, N.D.S.E — 1, New Delhi — 110 049
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ANNEXURE - A

General Comments:

1. Topics Addressed in 3rd Edition - This third edition addresses key aspects of
the many varied topics in India patent law and practice. it seems like a wise
choice to focus on comprehensive treatment of an initial set of topics such
as those presently listed in the third edition. There will always be

“opportunity to methodically add new topics and revise existing topics
through technical bulletins and future editions or revisions of the Manual as
seen in the practice of other patent offices around the world.

2. General Substantive Content — We believe the central purpose of a practice
Manual is to provide common guidance and instruction to examiners,
practitioners, applicants, and the judiciary with regard to patent
examination and practice in India. To the extent possible, such a Manual
ideally contains up to date interpretation of applicable law, and outlines
practice procedures with examples as appropriate. While the Manual is not
the law, it is a single source of guidance in interpreting and applying the law
in accordance with legislative intent, board of appeal decisions, and judicial
decisions. Wherever possible, we find it instructive if such a Manual
contains specific citations to the authority underlying each statement or
section.

3. Filing Dates & Electronic Filing — A timely national filing date is essential for
an Applicant to obtain a patent in any Country. One common practice
among national patent offices, as well as the Patent Cooperation Treaty
practice, is the ability to establish a filing date based on the time/date
stamp of certain paper-mailing services. This traditional paper procedure
has also been taken one step further with secure electronic filing processes
that establish a filing date at the press of an ,enter" key. Such paper and/or
electronic filing procedures are widely viewed as reliable, convenient, and
cost effective. While financial and resource challenges exist for a patent
office to implement and maintain such processes, we believe such
processes are mutually beneficial for the Applicant and Patent Office alike.
Thank you for considering the possibility of implementing such processes,
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and documenting them in the context of the present Manual. Please call on
Microsoft if our participation in a pilot program would be helpful to work
out the details of a paper-mailing or electronic filing system.

4, Published Availability — From an applicant and practitioner perspective, it is
helpful when a patent office makes print and electronic versions of a
Manual available to the public. Printable copies by way of electronically
available downloads are appreciated. Searchable electronic versions of a
Manual of this size and complexity are also extremely valuable, as are
hyperlinks interconnecting various references within the Manual, case law,
codified law, and rules.

Chapter Comments:
1. Chapter Il — Preamble and Definitions

a. Section 2.3.8 - The definition of “inventive step” includes inventions
having “economic significance.” While this is not stated as an
absolute requirement, it seems an irrelevant consideration. An
invention lacking in technical advancement may enjoy fantastic
economic significance while an invention showing great technical
advancement may not show economic significance until years after
the patent is granted.

2. Chapter Il — Patentable Subject Matter

a. Section 3.2.1 — Novelty is subject to “. . . knowledge, oral or
otherwise, available within any local or indigenous community in
India or elsewhere before the date of filing patent application or date
of priority . . ..” Additional clarity would be helpful as to what may be
encompassed by an oral disclosure. In particular, it is important to
know what type of evidence would have to be adduced for an oral
disclosure to form part of the prior art, and how that disclosure
would be documented.
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Section 3.11 — Combining “mosaics” of prior art requires careful
consideration when determining inventive step. In one of the

~ examples provided in this section, it is stated in Technograph v. Mills
and Rockley (1972 RPC 346 at p-355(HL) that “. . . when dealing with
obviousness, unlike novelty, it is permissible out of relevant
documents, but it must be mosaic which can be put together by an
unimaginative man with no inventive capacity.” Recall that Section
2(1)(a) of the Patents Act provides that "Inventive step" means a
“feature of an-invention that involves technical advance as compared
to the existing knowledge . . . and that makes the invention not
obvious to a person skilled in the art.” Thus, the test is not whether
an “unimaginative” man would put bits and pieces of the prior art
together in a “mosaic” fashion to form the patented invention, but
whether the invention — taken in its entirety — would have been
obvious to a “person skilled in the art.” Further study and discussion
is needed to determine an appropriate relationship between
“mosaics” and the inventive step standard in the Patents Act. .

Section 3.14.1(a) and (b) — Establishing factors involved in assessing
inventive step are helpful. Clarity as to whether these factors are
equally weighted or differently weighted, and how the evaluation
might best proceed would be helpful. Further, it is unclear if the
steps articulated in part “B” of this section are listed in the order they
are to be exercised, or how these questions should be applied in the
evaluation. It seems, for example, that step (d) titled “Defining the
technical problem to be solved as the object of the invention to
achieve the result” is among the threshold questions to first evaluate
before an appropriate search and evaluation of closest prior art can
be performed. Absent further guidance in this area, subjectivity and a
flawed evaluation of inventive step could become problematic.

Section 3.15.1 — The definition of a person skilled in the art is clear,
~ however the characteristics cited in the last three sentences of this
section seem to go beyond what is relevant in identifying a “person
skilled in the art.” We believe the only factors that should be
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3.

evaluated in this definition are the technical characteristics relating
to competence of a hypothetical person in an art.

Chapter IV - Inventions Not Patentable

Sections 4.11.5 through 7 - Section 3(k) of the Patents Act excludes
the following from patentability: “a mathematical or business
method or a computer program per se or algorithms.” This tracks the
European Patent Convention and the discussion in Section 4.11 of
the Manual largely tracks practice in the European Patent Office.
There are, however, certain statements that could benefit from
further clarification.

First, Section 4.11.5 does state that “[a]pplications related to
computer inventions may broadly fall under the following categories:
(a) Method/process: (b) Apparatus/system: (c) Computer program
product.” It is not clear, however, as to the scope of each of those
categories. For example, Section 4.11.6 states the following:-

A claim directed to a technical process which process is
carried out under the control of a programme (whether
by means of hardware or software), cannot be regarded
as relating to a computer programme as such. For
example, “a method for processing seismic data,
comprising the steps of collecting the time varying
seismic detector output signals for a plurality of seismic
sensors placed in a cable.” Here the signals are collected
- _from a definite recited structure and hence allowable.

Section 4.11.6 also states, however, that a “claim orienting towards a
“process/method” should contain a hardware or machine limitation.”
We believe that the example of a method for processing seismic data
is, for example, patentable subject matter because it effects a
physical transformation of physical representations of data. It should
be clarified that this is the type of hardware or machine limitation
that Section 4.11.6 contemplates. As to the patentability of
apparatus/systems, we agree with the statement in Section 4.11.7
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4,

that “[a]s a general rule, a novel solution to a problem relating to the
internal operations of a computer, although comprising a program or
subroutine, will necessarily involve technological features of the
computer hardware or the manner in which it operates and hence

may be patentable.”

Sections 4.11.8 — Microsoft requests the opportunity to comment

further on this subject at a future time. In the mean time, please
accept the attached copy of an Amicus Brief recently submitted by

- Microsoft in‘response to the related issues in the Bilski case presently

pending before the United States Supreme Court.

Chapter VIl — Opposition Proceedings

Comments applicable to all sections - The grounds for opposition and

related procedures are clearly stated. The numerous examples
appear to provide good direction for all parties involved including the
examining Board of the Office.

Section 7.1.1 & 7.2.1 — The basis of opposition for pre-grant and post-
grant oppositions can be that the invention is anticipated by
“traditional knowledge” such as the oral knowledge of an indigenous
community. While oral disclosures by indigenous peoples are more
likely to affect patents in medical fields than in software, we have
some general concerns about how oral evidence is taken. There
appears to be no procedural mechanisms in the Manual defining a
verification and/or authentication proceeding of this oral knowledge.
Further clarity is needed as to the verification and/or authentication
process and the standard to be applied. Similar clarity of the
verification process and standard to be applied is needed to evaluate
prior public use if that is stated as a basis for opposition.

Section 7.1.2 — There appears to be no cutoff date for pre-grant
opposition once an application is published. This may leave the
process open to abuse against the Applicant as a harassment tactic
with little to nothing at stake by the opposing party. For example, a
third party could very cheaply file a endless series of oppositions that
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potentially leave the inventor/applicant exhausted and with
significant procedural expenses. A clear cutoff for pre-grant
opposition is desirable, such as within a fixed number of months
from the publication date.

d. Section 7.2 (Rule 61) — Prior art documents may be used to oppose
an application or granted patent, and the procedures call for the
authentication of these documents “to the satisfaction of the
Controller.” However, no definition or guidance exists as to the
standard to be applied to this authentication. Ciarity on this issue is
needed.

5. Chapter XVIIl — Working of Patents and Compulsory Licenses

a. Comments applicable to all sections — Compulsory license provisions
under Indian patent law are understandable and are specifically
allowed under the Paris Convention and the TRIPS Agreements.
There are certain constraints under international law, however, on
the grant of compulsory licenses that are intended to protect
legitimate interests of the patent holder. In that connection, Chapter
XVIII of the Manual leaves certain of the provisions unclear, which
raises some concerns as to how compulsory licensing provisions -
would actually be applied in practice.

Chapter XVIII of the draft Manual does not provide a great deal of
guidance as to what is meant by “reasonably affordable price” or
“worked in the territory of India.” Both of these bases for the grant
of a compulsory license are a source of concern. The first basis could
give rise to a certain degree of price control. That is, that a
determination would be made in the context of a compulsory
licensing application that the price of a patented product is not
“affordable” in the Indian market and that a third party is then
enabled to legally manufacture that product and sell it for a lower,
presumably “affordable” price.

Further, Chapter XVIlIl does not clarify what is meant by “worked in
the territory of India.” Generally, if an invention is “worked” if it is
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manufactured elsewhere and then made available to the publicin
India, it is generally not a problem. If however, the “working”
requirement is that the product has to not only be made available in
India, but actually manufactured there, it would cause problems for
companies that manufacture products in one or a small number of
central locations for regional or world-wide distribution. In this
connection, it should be recalled that Article 27(1) of the TRIPS
Agreement provides that “patents shall be available and patent rights
enjoyable without discrimination as to . . . whether products are
imported or locally produced.”

Further discussion with the Government of India is desirable on this
topic to clarify the intent and scope of these compulsory licensing
provisions. In particular, clarification is needed on how the provisions
will be applied to pricing, manufacturing, and distribution of
patented products under conventional commercial arrangements.

* ok kkk
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SIDLEY AUSTIN LLP
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Constantine L. Trela, Jr.
Richard A. Cederoth
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