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~EManags Feldsrs THE CONTROLLER GENERAL ©OF PATENTS,
DESIGNS
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S.M. ROAD, NEAR ANTOP HILL POST OFFICE,
ANTOP HILL,

MUMBAI-400037

URGENT

Dear Sirs,

Re: COMMENTS OF THE DRAFT MANUAL

Paragraph 12.1.14 of the Draft Manual :

/ On pages 225 and 236 of the draft manual (copy
WJ‘."& I enclosed), it is indicated that he patent
application number  222/MUM/2001,  was

M*)}/ o rejected by the Controller of Patents vide his order

s O T dated 18/11/2006 under Se\:tinn 15 of the

{ ot }\»p/(‘ ii""‘, i FPatents Act, 1970, We would lilie to bring to your
™ A}ﬂ*p A ) o L attention Lhat a review petition fnl' reviewing the
- (> vuﬂ Controller’'s decisions was filed by us and after

reviewing the order, the Controller allowed the

)[‘ ’\f 4 ‘»} ﬁ(} said application.




This application has further proceeded to grant
and the grant of Patent in the said application is
notified in Patent Office Journal dated March 28,
2008 on page S0O70. A copy of said page of .
Journal is enclosed for your ready reference.

We would request you to suitably amend/modify
the information so that the correct information is
made available to the public. We request you to
talze the necessary action in this regard.

Yours faithiully,

[VINEET ROHILLA]
OF REMFRY & SAGAR

Encl: as above

Remfry & Sagar

Attormeys-at-Law

Famfrty House at the Millsnnium Plaza
Sector 27, Gurgaon - 122 002

MNew Delhi Mational Capital Fegion

India

Ph. Ho 91-124-280-6100 % 91-124-165-5100
Faw Mo, @1-124-280-61001 & 91-124-267 2123
e-mail: remfry-sagar@remfry.com

| ittp: /iwww. remfry.com




6] Enablement requirement under Section 10 (ay and 10 (b) are not met due
to the level of unpredictability present in the relevant art and insufficient
direction provided by the inventors to obtain the claimed hydrate of
thiazolidinedione.

(i) Efficacy of the claimed hydrate of thiazolidinedione could not be
ascertained from the limited description provided in the specification, as
required under Section 3 (d) of ihe Act. Rn.qum:mem of Sectien 8 (1) (b)
of the Act are not met.

12.1.13  In the matter of M/s. Tecumsch Froducts India Lid, Hyderbad 175, ALs.
Kirlaskor Capland Ltd, Pune ond 1n the maiter of Patent No. 186034,
Application No. 207/BOM/%6 It was held by Controller that the
opponents succeeded in establishing the grounds of insufficiency of
description under Section 25(1)(g) descripiion given in the specification.
During the hearing proceedings the applicant proposed to wnend the
specification to wver come the oppogent’s objections but the opponent
argued and submitted that the nature of amendments proposed is noi
allowable under Section 59 and requested that the grant of patent should
be refused to this application. Since the amendments proposed by the
applicant & g putting the wnldy ‘the inlet-tube of the” befare “suction
muffler” and put the words “the discharge twbe of the” before
“discharge multler” on page ’_’ 3 and claims 1-3, were found to alier the
scope of the inventicn;  In the criginal specification “hales are on the
suction and discharge muffler” and after proposed amendment “holes are
placed on the inlet tube of suction muffler and Jdischarge tube of
dizcharge muffler”. Such amendments wer2 found to be not allowable
undler Sc...l:mn 59Q1) of the Act.

Similarly the words “tube inle’ were proposed to be replaced by the
“inlet tube” which were not found to ke allowable under Section £9(1).
Siivze “tube inlet” refer to the enbry point of any tube where as “inlet
tuhe” refer to a tube which leads some fluid insidz a body or device.

12.1.14  In the maitter of 232/MUN/2001, filed by M/s. Honda Giken Kogye
Fabushiki Kaizha, Japan was re med by ihe Coniraller of Patents vide his
order dated 18.11.2006 ws 15 of the Paienis Aci, 1970, The concernad
Examiner raised objectict of lack of inventive step in view of the cited
pricr art docuun-=nt<. In reply, the Applicantz failed to clewly distingvish
the featwes of the instantly claimed inveation with respect to the cited
docunients. The CAam_uu further pointed oui that TIS4730588 clearly
mentions use of elecironics means tn generate pulses b2 control the current
ty auto choke heater for coatrolling auto choke valve. Such electronics
meana are alao known from UJS4348996 and poinied cut that replacing the
constant voltage adjusiment resisiors of JP 08-042395A with clzctronics
means as an obhvious solution to 2 man of the art, thus lacking in inveniive

step.



12.1.15

In the final hearing also minor amendments in the apecification were made
by the Agents to distinguish the feanwes of the prezent invention as use nf
micrecomputer to contral the apening and closing of choke valve by
varying current to the PTC Heater, wherezas in US 4730589 the usage of a
microcomputer for a PTC Heater (page 7, col.3, para 38-42), which
performs the function of ihe pulse zenerating means in place of the pulse
generating means circuits. Also refer to Fig.2 showing the operation of the
microcomputer sysiem. Therefore, this itself is sufficient to guide the man
of art to use microcomputer for varying the pulses to vary the current
supplied 1o the auto choke heater az recited in the characterized portion of
the final amended claim 1.

In view of the above, the application lacked fiveniive step as defined
under section 2 (1) ( ja) and thus sserdon 2 (1) ¢ j) of the Act-was act
satisfied.

Accardingly, the Controller of Patents ordered refusal to graunt letiers of
Patent for the aforesaid patent spplication No. 232/MTIN/2001.

In the case of Patent Application No IN/PCTA2002/01797/MUM  filed by
M/s. BUHLER AQG, Swiizerland was rejected by the Contraller of Patents
vide his order dated 04.10.2006 w/s 15 of the Patents Act, 1970 Initially
the Examiner chjected o claimz 1-2 being non-patentable w/s 3(m) of the
Act, claims 4-8 not sufficiently definitive of the invention and claiizs not
clearly worded. On furiher amendmenis by ihe Applicants, nlbjeciions
under sectioms 10¢4)a) and 10(4(h) were raized. Claims 2, 3, 6 and 7 was
also abjected for not being clzar due to absence of any drawings. This was
resisted by Agents by siadng thai paevmatic wansporiaiion of flowable
goods, measure of temperature, nwisture content or speed of aiv in a tube
or pipe or any other device part and o adjusi such parameters is well
known in the relevant ait, thus drawings are ot necessary. The Applicants
stated that they “wish ro claim use of coniinpons preematic omsport in a
rice mill”, which is noi yet known. This reply was found to be vague and
instead of pinpointing the aovel and inventive features of their claimed
invention, it explains sveryihing az a known thing.

Moareover, characierized portion of claim 1 recited adjusting temjperature
and moisture of he wansporting air with the use of sensors. The
arrangement and features of the ifnvention were not clearly enabled as
required under section 10 (4) (2) and (b) of the Act. Further, claims 2 and
3 ware found to be oui of the scope of the characierized portion of claim 1.
Claim 4 was alzo not ¢lezr and nat supparted by the description. Claims 2,
3 & o also lacked imventive step in the lght of o paper “Analveis of
particle degradation in paeumaric conveyors utilizing a pilot sized test
Jaciligy” published in the Joumal of Process Mechanical Engineering, Vol-
213, Nu.2, 1999, pages 83-9], wherein tosing of air velocities, pipe bend
geometries for the analysis of pacticle degradaiion is disclosed.

In view of the above, the application lacked inventive step as defined
under section 2 (1) ( ja) and thus section 2 (1) ¢ i) of the Act was not
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COMMENTS ON THE DRAFT MANUAL ‘ -

Our para wise comments on the '‘Draft Manual of Patent Practice and Procedure
(DMPPP)' are as under:

Preface:-

Paragraph 3 states that the “statements made in the Manual are not in themselves an
avthority for any action by an officer of the Patent Office” and that the Manual “does
not impose any particular line of action”. This may lead to arbitrary action by the
officers. Perhaps, a better -and more positive - way will be to state that the statements
made in the Manual are intended to be guidelines for the officers.

Paragraph 3.15.1: Person skilled in the art:-

The definition of the ‘person skilled in the art' refers to an ‘ordinary practitioner’. 1t is
confusing. We suggest deletion of the word ‘ordinary’.

Paragraph 3.17: Indicators of inventive step:-

The various indicators mentioned for assessing the inventive step are vague and non-
definitive. Distance:- It states that ‘It is to be decided as to how much is the distance
between the subject matter of the invention and the prior art. If such distance is large,
establishing the inventive step is easier.’ The terms ‘distance’ and the ‘large’ are non-
definitive allowing large discretion to the Confroller.

(a) Surprise effect:- While it has been acknowledged that if there is surprise effect, the
inventive step may be present, it states that if the measures which lead tfo this effect
, are near_at hand by themselves, a surprise effect is not sufficient for granting a
patent, It is not clear how one can establish that the measure which led to ’rhe
effect achieved was near ot hand.

(e) & {g) Complexity of work & simplicity of proposed technological invention:- Reading
paragraphs (e) and (g) Toge’rher implies that inventive step may be present in both
scenarios, i.e., whether one's invention is complex or simple. If that is so, the point of
laying it down as a guideline is not clear, as any invention will be either simple or
complex.

Paragraphs 3.24.2, 4.5.16, 7.1.3 and 7.1.4:-

Diverse patent applications have been cited explaining the various sections, which are
still pending decision. It is unfair to cite such cases as guidelines. If it is desired to cite
these, it may please be added that at the time of publication of the Manual, the case
is sub-judice.

It would be pertinent to note that the Manual by and large refers to cases which have
been rejected. However, the accepted cases have not been cited.

Paragraph 4.1:-



REMFRY L SAGAR,

The definition of Section 3(qa) is incomplete,
Paragraph 4.5.4:-

It states that the “comparison with regard to properties or enhancement of efficacy is
required to be made at the time of filing of the application or priority date of the
application, but not at the stage of subsequent development".

The requirement of submitting a comparative study at the time of fiing an application is
not only contrary to the provisions of Section 3(d) itself but also to the practice of the
Patent Offices and the Courts all over the world. It is also impractical. Such study
envisages completion of clinical trials before filing an application. A clinical trial is a
long drawn out process and it is well nigh impossible to complete it before filing the
patent application. Not without reason, clinical trials are conducted during the final
phase of the development. That apart, this may lead to the invention becoming public,
destroying its novelty.

This would also require '‘Black-Box' applicants to have completed clinical studies when
Section 3(d) in its present form was non-existent. Now requiring completed studies for
allowance of those applications would be a retroactive denial of patentability.

Paragraphs 4.5.5 and 4.5.6:-

In the attempt to define the ‘efficacy’, the Novartis case has been cited, which seeks
to define 'efficacy’ as therapeutic efficacy. This is restrictive. The definition of ‘efficacy’
should include other parameters such as faster response time, lesser side effects,
stability, bioavailability, reduction in tfreatment period, wider spectrum of activity, etc. In
any case , this question, again, is sub-judice and the Manual should state so.

-

Paragraph 4.11.4:-

It is stated that “a hardware implementation performing a novel function is not
patentable if that particular hardware system is known or is obvious irrespective  of
the function performed.” This is contradictory to lines 4 to 8 of paragraph 4.11.7 which
state that “novel solution to a problem relating to the internal operations of the
computer, although comprising a program ---—-- may be patentable”. A hardware
implementation that performs a novel and non-obvious function defines the essence of
most inventions. A general purpose computer programmed to provide a novel and
non-obvious function should be accorded patent protection. It is clearly the novel and
non-obvious function of the computer that patentably distinguishes it over other
computers which do not perform that function. 1t is the new function that is inventive
and innovative and likely resulted from costly R&D activities.

Paragraph 4.11.8:

The paragraph is contradictory. While it is clearly stated that technical process which is
carried out under control of a programme even by means of software cannot be
regarded as relating to a computer programme, as such the requirements for a
hardware or machine limitation may restrict the scope of the invention as:

2



REMFRY < SAGAR,

e The novelly may reside in the method steps and not in the hardware devices.
Thus, under section 2 (1) (j), novel method steps should be dllowed without
incorporation of hardware features. The purpose of a process/method claim is
to protect the novel and non-obvious process or method itself, regardless of
how implemented and without the need to add hardware or machine
limitations.

o Claims may be read in conjunction with the specification and construed by the
description provided therein, thus hardware enablement requirement can be
checked from the specification.

e A method step can be performed by more than one hardware means and
incorporation of a particular single hardware means will lead to restriction of the
method step by the hardware device incorporated therein. There can be many
combinations of hardware and software that could perform the same method.
Requiring such limitations is inappropriate because it results in overly narrowing
the scope of coverage of the claim, allowing many users of the process to
avoid infringement just based on the hardware or machine elements they
elect to combine to perform the otherwise infringing process or method. For
example, a method of initiating a call between users using one or more
telecommunication network may use different types of terminals; specifying a
particular type of terminal will restrict the claim to that terminal only.

¢ Aninvention disclosing a novel operating system may comprise various technical
advantages. For instance, it may lead to a technical effect of enhanced
flexibility and speed of execution that are not conceivable even with the most
powerful present day operating systems. The operating system would obviously
interact with the computer hardware and this interaction suffices the hardware
enablement requirement. Accordingly, such inventions which have a technical
advancement over the existing state of art should not be disqudlified from
patentability on the ground that the hardware features are not incorporated in
the claims and that the operating system is being run on conventional hardware.

Paragraph 4.11.8: -

Patent claims that cover inventions implemented in software stored on media are the
only way for patent holders to obtain the full value for their innovations from the
manufacturers of software. This is so because damages can be calculated based on
each and every manufacture or sale of a copy of the infringing software by the
manufacturer, no matter what the form of distribution.

Method claims do not provide adequate protection because they base damages on
the number of times the software manufacturer runs the infringing software for test
purposes. Once the software product is ready for shipment, further testing is minimal. In
other words, the number of times the infringing method will be practiced by the
software manufacturer will always be significantly less than the number of copies of the
infringing software that is manufactured, sold and distributed. Further, method claims
are not effective against purchasers of the infringing software, because in most cases
the purchasers are likely to be: Original Equipment Manufacturer (OEM) of the patent
holder for, or end users of, products that infringe the patent holder’s patent(s), mokmg it
infeasible for the patent holder to enforce its patent(s) against such parties.
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